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First Office Action on the Merits 

Information Disclosure Statement 

1 . The information disclosure statement filed September 3, 2002 fails to comply with 
37 CFR 1 .98(a)(1 ). which requires a list of ail patents, publications, or other information 
submitted for consideration by the Office. It has been placed in the application file, but 
the information referred to therein has not been considered. 

Specification 

2. The numbering of claims is not in accordance with 37 CFR 1 . 126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Misnumbered claims 11, 11-24 have been renumbered 11-25. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 

unS.r'"'^"^ P^'^^y statute) so as to prevent the 

unjustified or improper timewise extension of the "right to exclude" granted bVa S 

f-?w*?nPIToo .P^^^""^ harassment by multiple assignees. See In re Goodman l T 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321 fc) mav be 
used to overcome an actual or provisional rejection based on a nonstatu^iri doutJl 

Swne^ withth"."' Tt' ^'1 '^^"""^^'"^ ^PP'i^tion or patent is sho^^t be commonly 
owned with this application. See 37 CFR 1.130(b). v^ummuiiiy 
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Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 



4. Claims 1 -23 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-19 of 
copending Application No. 10/066.964. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because they are both drawn to 
compositions comprising the 1 7a-(2-furanylcarbanoyloxy) ester of fluticasone. The 
difference between the two applications is based on the scope of the claimed 
compositions. The present application, unlil<e the latter application, is limited to an 
aqueous suspension. However, an aqueous suspension can be delivered as an aerosol 
and, thus, the instantly claimed composition is encompassed by the claimed 
composition of the latter application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

5. Claims 1 -25 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-8 and 10-18 of 
copending Application No. 10/066,836. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because they are both drawn to 
compositions comprising the 17a-(2-furanylcarbanoyloxy) ester of fluticasone. The 
difference between the two applications is based on the scope of the claimed 
compositions. The latter application. unlil<e the present application, recites a 



Application/Control Number: 10/067 020 d 
Art Unit: 1616 

formulation for administration by inhalation comprising the claimed compound and a p^- 
adrenoreceptor agonist for treatment of respiratory disorders over a period of 24 hours 
or more. However, the presently claimed aqueous suspension can be (a) delivered by 
inhalation (see page 9, lines 4-24 of the present application); (b) utilized for treatment of 
respiratory disorders over a period of 24 hours or more (see page 10. lines 16-19) and 
(c) administered in combination with other therapeutic agents (see page 10, line 21 - 
page 1 1 , line 3). Therefore, the instantly claimed composition is encompassed by the 
claimed composition of the latter application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Teiephone inquiry 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara P. Badio, Ph.D. whose telephone number is 
703-308-4595. The examiner can normally be reached on M-F from 7:30am-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thumnan Page can be reached on 703-308- 2927. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1235. 
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